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□ Responsive to communication(s) filed on • 

Kl This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayie, 1935 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire 3 month(s), or thirty days, whichever 
is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claims 

IS Ciaim(s) 1-18 



is/are pending in the application. 



Of the above, claim(s) 
□ Claim(s) 



Kl Claim(s) 1-18 

□ Claim(s) 

□ Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is Qpproved disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

□ Ail □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
*Certified copies not received: . 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 

Attachment(s) 

□ Notice of References Cited, PTO-892 

Kl Information Disclosure Statements), PTO-1449, Paper No(s). 9 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 



SEE OFFICE ACTION ON THE FOLLOWING PAGES — 
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Specification 

1. The following is a quotation of 37 CFR 1.71(a)-(c): 

(a) The specification must include a written description of the invention or discovery and of the manner and 
process of making and using the same, and is required to be in such full, clear, concise, and exact terms as to 
enable any person skilled in the art or science to which the invention or discovery appertains, or with which it is 
most nearly connected, to make and use the same. 

(b) The specification must set forth the precise invention for which a patent is solicited, in such manner as 
to distinguish it from other inventions and from what is old. It must describe completely a specific embodiment 
of the process, machine, manufacture, composition of matter or improvement invented, and must explain the 
mode of operation or principle whenever applicable. The best mode contemplated by the inventor of carrying out 
his invention must be set forth. 

© In the case of an improvement, the specification must particularly point out the part or parts of the 
process, machine, manufacture, or composition of matter to which the improvement relates, and the description 
should be confined to the specific improvement and to such parts as necessarily cooperate with it or as may be 
necessary to a complete understanding or description of it. 

The specification is objected to under 37 CFR 1.71 because there is no disclosure as to 
what materials would be appropriate for the upper most layer or what materials fall into 
the resiliency indexes claimed and disclosed. 
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Claim Rejections - 35 USC § 112 

2. Claims 1-18 are rejected under 35 U.S.C. 1 12 5 first paragraph, as containing subject 

matter which was not described in the specification in such a way as to reasonably convey to one ^ 
skilled in the relevant art that the inventor(s), at the time the application was filed, had possession 
of the claimed invention. 

3. Claims 1-18 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for ^ 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

In claims 1-3 and 9-1 1, it is not clear what materials applicant intends to encompass with the 
phrase "resiliency index". 

In claim 18 the phrase "is selected in the group" is confusing, awkward, and vague. 



\ 



Claim Rejections - 35 USC § 102 
4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 
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5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1-3, 7-11, and 15-18 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Moronaga. 

Moronaga shows a sole element with a resilient top layer (2) with a Shore A hardness of 
between 12.5 and 28 as claimed. In reference to the resiliency index, the material of Moronaga 
may inherently have the properties claimed, however if it is not in the range claimed, Moronaga 
disclosed the claimed invention except for the exact resiliency index. It would have been obvious 
to one having ordinary skill in the art at the time the invention was made to use a material with an 
index of . 1 -.2, since it has been held that where the general conditions of a claim are disclosed in 
the prior art, discovering the optimum or workable ranges involves only routine skill in the art. In 
re Aller, 105 USPQ 233. Also, Moronaga discloses the claimed invention except for the exact 
material with the resiliency index claimed. It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to use a material with the claimed resiliency 
index, since it has been held to be within the general skill of a worker in the art to select a known 
material on the basis of its suitability for the intended use as a matter of obvious design choice. In 
reLeshin, 125 USPQ 416. 
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7. Claims 4-6 and 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Moronaga. 

Moronaga shows a shoe sole element substantially as claimed except for the exact thickness of 
the upper layer. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to make the layer a thickness of 12-20mm, since it has been held that where 
the general conditions of a claim are disclosed in the prior art, discovering the optimum or 
workable ranges involves only routine skill in the art. In re Aller, 105 USPQ 233. 

Conclusion 

8. This is a continuation of applicant's earlier Application No. 08/5835 12. All claims are 
drawn to the same invention claimed in the earlier application and could have been finally rejected 
on the grounds and art of record in the next Office action if they had been entered in the earlier 
application. Accordingly, THIS ACTION IS MADE FINAL even though it is a first action in 
this case. See MPEP § 706.07(b). Applicant is reminded of the extension of time policy as set 
forth in 37 CFR 1.136(a). 

A shortened statutory period for response to this final action is set to expire THREE 
MONTHS from the date of this action. In the event a first response is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 




* 
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Art Unit: 3208 



CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event will the 
statutory period for response expire later than SIX MONTHS from the date of this final action. 



9. Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group Receptionist whose telephone number is (703) 308-1148. Facsimile 
correspondence for this application should be sent to (703) 305-3579. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Marie Patterson whose telephone number is (703)308-006. 




Marie Patterson 
Primary Examiner 
Art Unit 3208 



MDP 

November 4, 1997 



